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Non-Final Rejection 
Response to Amendment 

1 . It is hereby acknowledged that the following papers have been received and 
placed on record in the file: Amendment as received on 7-1 1-2005. 

2. Claims 1-39 have been examined. 
Status of Claims: 

3. Claims 1-11, 13-15, 17-28, and 34-39 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Parker et al., Patent #5,781,720, hereinafter Parker and Singh 
el al., Patent #6,415,396, hereinafter Singh. 

4. Claims 12, 16, and 29-33 have been cancelled by the applicant. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being incomplete 
for omitting essential structural cooperative relationships of elements, such omission 
amounting to a gap between the necessary structural connections. See MPEP 

§ 21 72.01 . The omitted structural cooperative relationships are: "updating the 
association in the map data structure upon execution of the executable feature" where 
the association is that "between the executable feature and the graphics element". 
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Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-11, 13-15, 17-28, and 34-39 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Parker et al., Patent #5,781 ,720, hereinafter Parker and Singh 
el al., Patent #6,41 5,396, hereinafter Singh. 

3. With regard to claim 1 , Parker teaches a system that does automated testing of a 
GUI environment, through the generation of a mapping between GUI objects and their 
functions (see column 4, lines 1-26, column 16, line 53 through column 17, line 12, 
column 25, lines 4-8 and column 9, lines 50-67), the executing of an executable feature 
of the Logical Screen Element (LSE) (see column 4, lines 39-45), a LSE Manager that 
identifies locations of the LSEs (see column 10, line 1-9), and storing the information for 
GUI objects in tables in the GUI and in the memory (see column 12, lines 50-65, column 

4. lines 39-45, and column 9, lines 11-21). Parker further teaches, in column 9, lines 
50-67, the LSEM storing functions that correspond to (are mapped to) objects on the 
screen, and in column 12, lines 50-56, the test driver having access to the LSEM for 
driving the application. Parker, however, doesn't explicitly state updating the 
association in the map data structure upon execution of the executable feature. Singh 
teaches a system that automatically generates test sets and specifically uses regression 
tests (see column 3, lines 35-60), similar to that of Parker, but further explicitly points 
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out selection techniques (updating the state in the traversal through a group of 
elements) used on a GUI to provide navigation through a graphical test structure (see 
column 3, lines 25-59, column 11, lines 13-30, and column 13, line 50 through column 
14, line 9 and in figure 6). It would have been obvious to one of ordinary skill in the art, 
having the teachings of Parker and Singh before him at the time the invention was 
made to modify the system of Parker to include the selection techniques of Singh. One 
would have been motivated to make such a combination because Parker and Singh 
both automatically generate test sets and implement regression testing, they only 
choose to do selection in different manners. 

4. With regard to claims 2, and 23, which teach a system in which selection of an 
executable feature exposes a second graphic feature that is then treated the same as 
the first, Parker teaches, in column 4, lines 50-55 and column 9, lines 9-22, that when 
one element exposes another element the second element is processed likewise. 
Singh further teaches this limitation, in column 4, lines 58-60, which teach that if a given 
requirement is executed, and a new event is received, the second requirement is 
executed. 

5. With regard to claims 3 and 24, which teach the retrieving comprising capturing 
information pertaining to the graphic element, Parker teaches, in column 30, lines 15- 
19, a comparison based on captured information. 

6. With regard to claims 4, 21 , 25, and 36, which teach that storing includes 
updating an indicator associated with the graphics element when an executable feature 
stored in association with the graphics element is executed, Parker further teaches, in 
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column 27, lines 60-65, graphical items having a Boolean value to show if the item is 
currently executable. It would be obvious having the teachings of Parker and Singh that 
the Boolean value of Parker could be controlled to only execute each item once similar 
to the systematic selection techniques (depth-first/breadth-first) of Singh. 

7. With regard to claim 5, which teaches storing including organizing the retrieved 
information so that an executable feature stored in association with graphics element 
can be interpreted by a computer-executable application capable of accessing the 
retrieved information, Parker teaches, in column 12, lines 50-65, the test driver 
accessing the information stored in accordance with the graphical objects. 

8. With regard to claim 6, which teaches storing including organizing the retrieved 
information such that an executable feature stored in association with the graphics 
element can be interpreted by a user capable of accessing the retrieved information 
from memory, Parker teaches, in column 12, lines 50-65, a GUI that stores all 
information needed for the GUI objects in tables within the GUI and in memory. 

9. With regard to claim 7, which teaches selecting the executable feature based on 
the association stored in the map data structure, Parker teaches, in column 9, lines 50- 
67, executable features (function) in the LSM, having corresponding user-visible 
elements on the screen. Parker further teaches, in column 12, lines 50-65, a GUI that 
stores all information needed for the GUI objects in tables within the GUI and in 
memory. 

10. With regard to claims 8 and 17, which teach selecting comprising 
(deterministically) selecting an executable feature not previously executed, Parker 
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further teaches, in column 27, lines 60-65, graphical items having a Boolean value to 
show if the item is currently executable. It would be obvious having the teachings of 
Parker and Singh that selection could be made with respect to the Boolean value of 
Parker that could be controlled to only execute each item only once, similar to the 
systematic selection techniques (depth-first/breadth-first) of Singh. 

1 1 . With regard to claims 9, 18, and 26, which teach the selecting comprising 
reviewing an indicator to select an executable feature not previously executed, Parker 
further teaches, in column 27, lines 60-65, graphical items having a Boolean value to 
show if the item is currently executable. It would be obvious having the teachings of 
Parker and Singh that selection could be made with respect to the Boolean value of 
Parker that could be controlled to only execute each item only once similar to the 
selection techniques (depth-first/breadth-first) of Singh. 

12. With regard to claims 10, 19, 27, and 39, which teach selecting comprising 
(deterministically) selecting executable features in a depth-first mode of operation, 
Singh further teaches, in column 3, lines 47-51 and column 13, lines 50-63, reaching 
nodes in a hierarchical graph through the use of selection techniques applied to the 
graph to generate test cases, and specifically pointed out traversing a graph in a depth- 
first manner. 

1 3. With regard to claims 1 1 , 20, 28, and 38, which teach selecting comprising 
(deterministically) selecting executable features in a breadth-first mode of operation, 
Singh further teaches, in column 3, lines 47-51 and column 13, lines 50-63, reaching 
nodes in a hierarchical graph through the use of selection techniques applied to the 
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graph to generate test cases, and specifically pointed out traversing a graph in a 
breadth-first manner. 

14. With regard to claim 13, Parker teaches a system that does automated testing of 
a GUI environment, through the generation of a mapping between GUI objects and their 
functions (see column 4, lines 1-26, column 16, line 53 through column 17, line 12, 
column 25, lines 4-8 and column 9, lines 50-67), a comparison based on captured 
information (see column 30, lines 15-19), the executing of an executable feature of the 
Logical Screen Element (LSE) (see column 4, lines 39-45), a LSE Manager that 
identifies locations of the LSEs (see column 10, line 1-9), and storing the information for 
GUI objects in tables in the GUI and in the memory (see column 12, lines 50-65, column 
4, lines 39-45, and column 9, lines 1 1 -21 ). Parker further teaches, in column 9, lines 
50-67, the LSEM storing functions that correspond to (are mapped to) objects on the 
screen, and in column 12, lines 50-56, the test driver having access to the LSEM for 
driving the application. Parker, however, doesn't explicitly state deterministically 
selecting one of the executable features stored in the map data structure. Singh 
teaches a system that automatically generates test sets and specifically uses regression 
tests (see column 3, lines 35-60), similar to that of Parker, but further explicitly points 
out selection techniques (systematically updating the state in the traversal through a 
group of elements) used on a GUI to provide navigation through a graphical test 
structure (see column 3, lines 25-59, column 11, lines 13-30, and column 13, line 50 
through column 14, line 9 and in figure 6). It would have been obvious to one of 
ordinary skill in the art, having the teachings of Parker and Singh before him at the time 
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the invention was made to modify the system of Parker to include the selection 
techniques of Singh. One would have been motivated to make such a combination 
because Parker and Singh both automatically generate test sets and implement 
regression testing, they only choose to do selection in different manners. 

1 5. With regard to claim 14, which teaches the capture agent being invoked by the 
application driver, Parker further teaches, in column 4, lines 1 5-20 and in column 30, 
lines 15-19, a comparison based on captured information executed by a test driver on 
the application program. 

16. With regard to claim 15, which teaches the capture agent submitting retrieved 
information to the application driver, Parker further teaches, in column 4, lines 15-20 
and in column 30, lines 15-19, a comparison based on captured information executed 
by a test driver on the application program. 

17. With regard to claim 22, Parker teaches a system that does automated testing of 
a GUI environment, through the generation of a mapping between GUI objects and their 
functions (see column 4, lines 1-26, column 16, line 53 through column 17, line 12, 
column 25, lines 4-8 and column 9, lines 50-67), the executing of an executable feature 
of the Logical Screen Element (LSE) (see column 4, lines 39-45), a LSE Manager that 
identifies locations of the LSEs (see column 10, line 1-9), and storing the information for 
GUI objects in tables in the GUI and in the memory (see column 12, lines 50-65, column 
4, lines 39-45, and column 9, lines 1 1-21 ). Parker further teaches, in column 9, lines 
50-67, the LSEM storing functions that correspond to (are mapped to) objects on the 
screen, and in column 12, lines 50-56, the test driver having access to the LSEM for 
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driving the application. Parker further teaches graphical items having a Boolean value 
to show if the item is currently executable (see column 27, lines 60-65) but doesn't 
explicitly state selecting one of the executable features that has not been previously 
executed. Singh teaches a system that automatically generates test sets and 
specifically uses regression tests (see column 3, lines 35-60), similar to that of Parker, 
but further explicitly points out selection techniques (systematically updating the state in 
the traversal through a group of elements) used on a GUI to provide navigation through 
a graphical test structure to provide optimal use of time (see column 3, lines 25-59, 
column 11, lines 13-30, and column 13, line 50 through column 14, line 9 and in figure 
6), specifying depth-first and breadth-first navigation which is known in the art to 
navigate to each of the extremes only once. It would be obvious having the teachings 
of Parker and Singh that selection could be made with respect to the Boolean value of 
Parker that could be controlled to only execute each item only once, similar to the 
systematic selection techniques (depth-first/breadth-first) of Singh; and to modify the 
system of Parker to include the selection techniques of Singh. One would have been 
motivated to make such a combination because Parker and Singh both automatically 
generate test sets and implement regression testing, they only choose to do selection in 
different manners. 

18. With regard to claim 34, Parker teaches a system that does automated testing of 
a GUI environment, through the generation of a mapping between GUI objects and their 
functions (see column 4, lines 1-26, column 16, line 53 through column 17, line 12, 
column 25, lines 4-8 and column 9, lines 50-67), determining the state of the GUI 
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through a comparison based on captured information (see abstract and column 30, lines 
15-19), the executing of an executable feature of the Logical Screen Element (LSE) 
(see column 4, lines 39-45), a LSE Manager that identifies locations of the LSEs (see 
column 10, line 1-9), and storing the information for GUI objects in tables in the GUI and 
in the memory (see column 12, lines 50-65, column 4, lines 39-45, and column 9, lines 
1 1 -21 ). Parker further teaches, in column 9, lines 50-67, the LSEM storing functions 
that correspond to (are mapped to) objects on the screen, and in column 12, lines 50- 
56, the test driver having access to the LSEM for driving the application. Parker, 
however, doesn't explicitly state deterministically selecting one of the executable 
features stored in the map data structure and repeating for a new element. 
Singh teaches a system that automatically generates test sets and specifically uses 
regression tests (see column 3, lines 35-60), similar to that of Parker, but further 
explicitly points out selection techniques (systematically updating the state in the 
traversal through a group of elements) used on a GUI to provide navigation through a 
graphical test structure (see column 3, lines 25-59, column 1 1 , lines 1 3-30, and column 
13, line 50 through column 14, line 9 and in figure 6) specifying depth-first and breadth- 
first navigation which is known in the art to navigate to each of the extreme once. It 
would have been obvious to one of ordinary skill in the art, having the teachings of 
Parker and Singh before him at the time the invention was made to modify the system 
of Parker to include the selection techniques of Singh. One would have been motivated 
to make such a combination because Parker and Singh both automatically generate test 
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sets and implement regression testing, they only choose to do selection in different 
manners. 

19. With regard to claim 35, which teaches storing the association between each 
graphics element with its corresponding executable feature in a map, Parker teaches a 
system that does automated testing of a GUI environment, through the generation of a 
mapping between GUI objects and their functions (see column 4, lines 1-26, column 16, 
line 53 through column 17, line 12, column 25, lines 4-8 and column 9, lines 50-67), and 
storing the information for GUI objects in tables in the GUI and in the memory (see 
column 12, lines 50-65, column 4, lines 39-45, and column 9, lines 11-21). 

20. With regard to claim 37, which teaches deterministically selecting one of the 
graphics elements uses a map, Singh teaches selection techniques (systematically 
updating the state in the traversal through a group of elements) used on a GUI to 
provide navigation through a graphical test structure (see column 3, lines 25-59, column 
1 1 , lines 1 3-30, and column 1 3, line 50 through column 1 4, line 9 and in figure 6) 
specifying both depth-first and breadth-first navigation. 

Response to Arguments 

21 . The arguments filed on 7-1 1 -2005 have been fully considered but they are not 
persuasive. Reasons set forth below. 

22. The applicants' argue that Parker doesn't teach the determination of what 
features are tested being determined automatically during the testing of the target 
application. 
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23. In response, the examiner respectfully submits that Parker teaches, in column 4, 
lines 1-26 and in column 16, line 53 through column 17, line 12, the system using a 
script, but the script not being directed to GUI specific references, the "test executive" 
automatically creates these GUI specific references. 

24. The applicants 1 argue that Singh further doesn't teach the limitation of the 
determination of what features are tested being determined automatically during the 
testing of the target application. 

25. In response, the examiner respectfully submits that Singh teaches, in column 3, 
lines 35-60, the test cases being automatically generated. 

26. The applicants' argue that there is no suggestion or motivation to combine the 
references. 

27. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the examiner 
respectfully submits that both teach systems that automatically generates test sets and 
specify regression tests, they only choose to do selection in different manners. Singh 
further teaches the testing of features that would be visually displayed to the user in an 
ATM (as in column 6, lines 21-37), similar to the testing of a GUI of Parker. 
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28. The applicants' argue that the prior art doesn't teach, "storing an association 
between the executable feature and the graphics element in a map". 

29. In response, the examiner respectfully submits that Parker teaches a system that 
does automated testing of a GUI environment, through the generation of a mapping 
between GUI objects and their functions (see column 4, lines 1-26, column 16, line 53 
through column 17, line 12, column 25, lines 4-8 and column 9, lines 50-67), and storing 
the information for GUI objects in tables in the GUI and in the memory (see column 12, 
lines 50-65, column 4, lines 39-45, and column 9, lines 1 1-21). 

30. The applicants' argue that the prior art doesn't teach, "selecting executable 
features in a depth-first mode of operation", or "selecting executable features in a 
breadth-first mode of operation". 

31 . In response, the examiner respectfully submits that Singh teaches, in column 3, 
lines 47-51 and column 13, lines 50-63, reaching nodes in a hierarchical graph through 
the use of selection techniques applied to the graph to generate test cases, and 
specifically pointed out traversing a graph in a depth-first manner and a breadth-first 
manner. 

Conclusion 

32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis G. Bonshock whose telephone number is (571) 
272-4047. The examiner can normally be reached on Monday - Friday, 6:30 a.m. - 4:00 
p.m. 
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33. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cabeca can be reached on (571) 272-4048. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

34. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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